TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDWARD J. G ORA ANNI and THOVAS E. MADDEN

Appeal No. 96-3087
Appl i cation 08/ 059, 060!

ON BRI EF

Bef ore BARRETT, FLEM NG and LALL, Adm nistrative Patent
Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains

24 through 46. dCdains 1 through 23 have been cancelled. The

! Application for patent filed May 7, 1993.
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anmendnent after the final rejection was entered for the

pur poses of this appeal.

The di scl osed invention relates to a col or-i magi ng net hod
for generating input signal transformations that allow the use
of any type of input or output nedia or device, including
hi ghly di sparate nmedi a and devi ces such as phot ographic
negati ves, positive transparencies, reflection prints, and
el ectronic signals. It describes an internediary col or space
that represents the col or appearance of each input inmge, as
viewed in a specified input view ng environnent. The view ng
environnent is defined in terns of surround, adaptive white
point, and viewing flare.

The i nput transformations account for the differences in
the defined view ng environnments associ ated with each i nput
source and a uniquely defined reference view ng environnent
specified for the internediary col or space. The out put
transformati ons account for the differences in the view ng
envi ronnents associated with each out put and the reference
vi ewi ng environnent defined for the internediary col or space.
These transforns thus account for both the physical effects of
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the various viewi ng environnments and for the adaptive effects
t hat each environnent woul d have on the col or perceptions of a

Vi ewer .

Representative claim4l is reproduced as foll ows:

41. A nmethod for form ng at | east one transformfor
transformng colorinetrically-specified values to internediary
col or-i mage data encodi ng val ues, conprising the steps of:

a) specifying an input-inmage view ng environnment in terns
of its illumnant spectral energy distribution, anpunt of
viewing flare light, surround type, and adaptive white point
chromaticities;

b) specifying an encoded-i nage view ng environnment in
terms of its amount of viewing flare |ight, surround type, and
adaptive white point chromaticitiers;

c) generating colorinetrically-specified test col or
val ues whi ch adequately sanple and cover the useful
colorinmetric val ue range;

d) adjusting said colorinetric values in accordance with
the difference in the amount of viewing flare light specified
for the input-inage view ng environnent and the encoded-i nmage
view ng environnent to formflare-adjusted colorinetric
val ues;

e) adjusting said flare-adjusted colorinetric values in
accordance with the difference in the surround types specified
for the input-inmage view ng environnent and the encoded-i nage
viewi ng environnent to form surround-adjusted colorinetric
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val ues; and

f) adjusting said surround-adjusted colorinetric val ues
i n accordance with the difference between the adaptive white
poi nt chromaticities specified for the input-inage view ng
envi ronnent and t he encoded-i nage vi ewi ng environnent to form
i ntermedi ary col or-image data encodi ng val ues; and

g) formng at | east one transformby relating said
colorinetrically-specified test color values to said
correspondi ng internedi ary col or-i nage data encodi ng val ues.

The references relied on by the exam ner are:

Carlucci et al.(Carlucci) 5,191, 645 March 2, 1993
Rol | eston et al.(Roll eston) 5, 305, 119 April 19,1994

Clains 24 through 46 stand rejected under 35 U S.C. §
1032
As evi dence of obviousness, the exam ner offers Carlucci and
Rol | eston [answer, page 2].

Reference is nmade to the appellants' brief and the
exam ner's answer for their respective positions.

OPI NI ON

We have carefully considered the entire record before us,

and we wi Il reverse the obviousness rejection of clains 24

t hrough 46.

2 The exanminer has withdrawn the rejections of these clains under 35 U.S.C. §
112, second paragraph [answer, page 2].
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Wth respect to i ndependent claim4l, the exam ner
basically takes the position that Carlucci shows every thing
clai med therein except the internediary color values. The
exam ner contends that Rolleston shows the internediary col or
values in figure 1 as "colorinmetric digital data" in an
anal ogous art for the purpose of device independent col or
correction. The exam ner concludes that it would have been
obvious, to one of ordinary skill in the art at the tinme of
the invention, to apply Rolleston's internediary col or val ues
to Carlucci's color correction because of Rolleston's taught

advant ages of

i nternmedi ary col or values for device independent col or
correction [answer, pages 3 through 5].

The appel l ants argue that figure 4 of Carlucci, which the
exam ner primarily relies on, shows the image correction based
only on the conditions of the scanner, and it cannot account
for changes in col or appearance caused by changes in the
actual input view ng environnment [brief, page 9]. The test
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signal, item 40, of Carlucci is used for device calibration.

It is conpletely unrelated to an appearance-based colorinetric
val ue having a specified reference view ng environnent [brief,
page 9]. The appellants further argue that Carlucci does not
teach the nodification of the colorinetric values of these
test colors in accordance with the input inmge environnent,

t he encodi ng, and the output view ng environnent [brief, page
10] .

Simlarly, the appellants argue that Carlucci does not
show a correction to the i nage based on the characteristics of
flare, surround type and adaptive white point chromaticities
I n accordance with the difference between the input view ng
envi ronnent and the reference view ng environnent [brief,

pages 10 through 12].

The exam ner responds that the scanner and the filmin
Carlucci formparts of the input view ng environnment since
they are input conponents used for view ng the input and form
part of the input ... system[answer, page 9]; that Carlucci's
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test signal forns part of the view ng environnent because its
out put contributes to the viewed result and it is part of the
system envi rons [answer, page 10]. The examnmi ner contends that
Carlucci's device flare adjustnent is equivalent to the
cl ai med environment based fl are adj ustnent because the input
device of Carlucci forms part of the input view ng environnent
[ answer, page 11]. The exam ner points to Carlucci's colum
7, lines 1 through 20 for the clained view environnment based
surround adjustnent, and for the adaptive white point
chromati c adjustnent, where the inmage data is adjusted for
both the difference between an individual pixel data and the
average pi xel data that surrounds the pixel, and for the white
shadi ng correction [answer, page 11].

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the exam ner is expected to nake the factua

determ nations set forth
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in Gahamv. John Deere Co., 383 U. S. 1, 17, 148 USPQ 459, 467

(CCPA 1966), and to provide a reason why one havi ng ordinary

skill in the pertinent art would have been led to nodify the

prior art or to conbine prior art references to arrive at the
clai med invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825 (1988); Ashland Ql, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),

cert. denied, 475 U S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prina facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. CGir. 1992).
As indicated by the cases just cited, the exam ner has at
| east two responsibilities in setting forth a rejection under

35 US.C 8 103. First, the examner nust identify all the
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di fferences between the clainmed invention and the teachings of
the prior art. Second, the exam ner nust explain why the
identified differences woul d have been the result of an
obvious nodification of the prior art.

In our view, the exam ner has not properly met his first
responsi bility or his second responsibility. The disclosure of
the invention and the appellants' brief describe the invention
as net hods and nmeans for transformng input inmge data into
i nternmedi ary col or-i nage data encodi ng val ues, and further for
provi ding conpatibility anong di sparate sources of input
i mages while additionally providing the capability of matching
t he appearance of said input inmges on any of a plurality of
out put devices for any of a plurality of view ng conditions.

Cl aim4l contains, anong others, the features of:
speci fying an input-inage view ng environnent, specifying an
encoded-i mage vi ewi ng envi ronnent, and adjusting the
colorinetric values in accordance with the difference between
the chromatic characteristics of the two view ng environnents.

Carl ucci does not have the neans and the capability of
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correcting an input imge in accordance with the input view ng

envi ronnent and the output view ng environnent. Rather,
Carlucci performs the correction of an input image using a
convential calibration procedure whereby the input inage is
calibrated within itself using a predeterm ned calibrating
schenme, not in accordance wth the variable chromatic

di fference between the input environnent and the out put
view ng environnent. The addition® of Rolleston's teaching
does not cure this deficiency.

Thus the collective teachings of Carlucci and Roll eston
do not support the rejection of claim41l proposed by the
exam ner. The rejection of claim4l is reversed.

The ot her independent clainms, clains 24, 30, 37, 43, 45
and 46, all contain the features di scussed above in regard to

claim4l. Therefore, the rejections of these clains under 35

3 The appel | ants argue the propriety of conbining Carlucci and Rolleston as a
side i ssue. However, we are of the viewthat this issue is npot to our deci sion.
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U s C
8§ 103 are reversed. Furthernore, since the remaining clains
all depend fromthese clains, their rejections 35 U S.C. § 103

are |li kewi se rever sed.

DECI SI ON
The decision of the exami ner rejecting clains 24 through

46 under 35 U.S.C. 8 103 is reversed.

REVERSED
)
LEE E. BARRETT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
M CHAEL R FLEM NG )
Adm ni strative Patent Judge ) APPEALS AND
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| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N

PSL/ pgg

Thomas H. C ose

East man Kodak Conpany
Pat ent Legal Staff
Rochester, NY 14650-2201
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